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DETAILED ACTION 

THIS FINAL ACTION IS RESPONSIVE TO THE AMENDMENT FILED 3/3/2008. 

■ Claims 1-2, 5, 8, 15-16, 45-46 were amended. 

■ Claims 3-4, 13, 18-21, 23-26, 28-30, 32-33, 35-44, and 47-51 are withdrawn. 

■ Claims 1-51 are pending. 

Claim Objections 

[1] Claim 16 is objected to under 37 CFR 1 .75(c), as being of improper dependent form for 
failing to further limit the subject matter of a previous claim. Applicant is required to cancel the 
claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form. In the instant claim, the limitation of the longitudinal axis being 
slanted with respect to the second face of the lens has already been claimed in depending claim 
1. 

Claim Rejections - 35 USC § 112 

[2] Applicant has to some degree addressed all rejections under 35 USC § 1 12 to the Claims 
in the amendment filed 3/3/2008. Accordingly, the Examiner has not withdrawn the 35 USC § 
1 12 rejections. In particular, claims 5-12 remain rejected as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. In claim 5, it is stated that the fastener comprises a lens-face engaging member 
having a lower and a top surface adapted to engage said head, said member having a through 
bore coaxial with said bore of the lens. This description apparently describes the ring member 
(40 of applicant's disclosure) as the fastener, when the fastener has, in depending claim 1, been 
described as the screw (". . .a component engaging portion adapted to engage the fastener 
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engaging portion of the component within said bore. . ."). Note that "a fastener" is singular and 
cannot be used to describe multiple components. Claims 6-12 are dependent upon claim 5. 

Further, as amended: 
[3] The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

[4] Claims 45-46 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. In claim 45, it is stated that the component comprises "a fastener engaging portion 
designed for inter-engaging with a fastener entering the bore at said first face and for entering the 
bore at said second face;" It is unclear to the examiner as to which respective component 
(fastener-engaging portion, fastener) is entering the bore at either the first or second face. Is this 
a different embodiment than that claimed in independent claim 1? It is apparent to the examiner 
that the fastener-engaging portion (26c) enters the bore at the first face and the fastener (30b) 
enters it at the second face. The same can be said for claim 46; in the preceding claims, it has 
been claimed that the fastener engaging portion [of the component] enters the bore through the 
first face with the fastener entering the bore through the second face as opposed to that currently 
claimed, "...with a fastener entering the bore at said first face. . .". Appropriate correction and/or 
clarification is required. 
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Claim Rejections - 35 USC §102 

[5] The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in 
a printed publication in this or a foreign country, before the invention thereof by the 
applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for 
patent or (2) a patent granted on an application for patent by another filed in the United 
States before the invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the effects for 
purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 
21(2) of such treaty in the English language. 



[6] Claims 1-2, 6-12, 14-17, 22, 27, 31, 34, and 45-46 are rejected under 35 U.S.C. 102(b) as 
anticipated by Yoshida, US-6, 170,950, because the invention was patented or described in a 
printed publication in this or a foreign country, or in public use or on sale in this country more 
than one (1) year prior to the application for patent in the United States. 

The shape and appearance of Yoshida is identical in all material respects to that of the 
claimed design, Hupp v. Siroflex of America Inc., 122 F.3d 1456, 43 USPQ2d 1887 (Fed. Cir. 
1997). 

As for Claim 1, Yoshida discloses of a fastening arrangement (see figure 2 and figure 
below) for use with a curved lens (12) having a first face (2), a second face (1), a bore (14) 
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passing between them and a lens axis (3) normal to said second face at the location of the bore, 
said bore having a longitudinal bore axis (4) which is slanted to said lens axis (4 is slanted 
relative to 3), the fastening arrangement being adapted for attaching to said lens (12); the 
component (16) comprising a fastener engaging portion (22); the fastening arrangement 
comprising a fastener (18) having: 

a lens-face engaging portion (30) adapted to engage (via 72) the second face (2) of the 
lens (12); and 

a component engaging portion (28) adapted to engage the fastener engaging portion (22) 
of the component (16) within said bore (14) and to enter the bore at said second face (2), at least 
when engaged by said fastener engaging portion (22); 

all the engaging portions (30, 28) of the fastener (18) being designed so that, when the 
component (16), the lens (12), and the fastening arrangment are assembled, the lens-face 
engaging portion (30) is oriented along said second face (2) of the lens (12). 
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Re: Claim 2, wherein said fastener (18) comprises a head (30) and a stem (28) with a 
longitudinal axis, said stem (28) constituting said component engaging portion. 

Re: Claim 5, wherein said fastener further comprises a lens-face engaging member (68) 
having a lower surface (bottom of 68) that constitutes a lens-face engaging surface and a top 
surface (top of 68) adapted to engage said head (30), said member (68) having a through bore 
coaxial with said bore of the lens (12). 

Re: Claim 6, wherein said lower surface (bottom of 68) is slanted with respect to said 
longitudinal axis of the stem so as to be oriented along said second face of the lens (12) when the 
lens (12) and the component (16) are assembled. 

Re: Claim 7, wherein the lens-face engaging member (68) comprises means to facilitate 
fixing its position relative to the lens (12). 
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Re: Claim 8, wherein said means is in the form of a projection (70) and said component 
(16) is L-shaped and has a ledge formed with said fastener engaging portion (24) and a leg to 
support an edge of the lens, said means interfacing (via 24) said leg. 

Re: Claim 9, wherein said means (70) is in the form of a projection interfacing with the 
lens (12). 

Re: Claim 10, wherein said lens-face engaging member (72) has a recess in its top surface 
formed around said through bore and a shoulder (see directly below 30-the ledge supporting the 
head of the fastener) in said recess surrounding said bore, with which said head (30) of the 
fastener (18) interfaces. 

Re: Claim 1 1, wherein the shoulder (see directly below 30-the ledge supporting the head 
of the fastener) is designed such that the longitudinal axis of the stem is parallel to that of the 
bore. 

Re: Claim 12, wherein said recess has a depth greater than the height of the fastener's 
(18) head (30). 

Re: Claim 14, wherein the component engaging portion (70) has a longitudinal axis 
parallel to the longitudinal axis of the bore. 

Re: Claim 15, wherein said component (16) is formed with a plug received within said 
bore, said plug being formed with a cavity (26) constituting said fastener engaging portion (24) 
and having a longitudinal axis. 

Re: Claim 16, wherein said longitudinal axis (4) is slanted with respect to the second face 
of the lens (3 is slanted relative to 4). 
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Re: Claim 17, wherein the component engaging portion (28) of the fastener (18) connects 
to the fastener engaging portion (24) of the component in a male -to-female configuration, 
respectively. 

Re: Claim 22, wherein the lens (12) has an edge and the component (16) is L-shaped and 
has a ledge formed with said fastener engaging portion (24) and a leg having a lens-edge 
interfacing portion. 

Re: Claim 27, wherein said component engaging portion (28) of the fastener (18) and the 
fastener engaging portion (24) of the component (16) are interengageable in a threaded fashion. 

Re: Claim 31, wherein the component (16) is a clip of an eyeglass clip-on. 

As for Claim 34, Yoshida discloses of an eyeglass assembly comprising a component, a 
lens and a fastening arrangement as described in claim 1. 

As for Claim 45, AS BEST UNDERSTOOD, Yoshida discloses of a component (16) 
designed for attached to a curved lens (12) having a first face (1), a second face (2), a bore (14) 
passing between them, and a lens axis (3) normal to said second face (2) at the location of the 
bore, said bore having a longitudinal bore axis (4) which is slanted to said lens axis (3 is slanted 
relative to 4); the component (16) comprising: 

a fastener engaging portion (24) designed for inter-engaging with a fastener (18) entering 
the bore at said first face (1) and for entering the bore at said second face (2); and 

a longitudinal axis normal to the first face; 

the component being designed so that, when the component (16) and the lens (12) are 
attached, the fastener (18) has an interface oriented along the first face of the lens [if one were to 
switch around the labeling of the first and second faces]. 
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As for Claim 46, AS BEST UNDERSTOOD, Yoshida discloses component (16) 
designed for attaching to a curved lens (12) having a first face (1), a second face (2), a bore (14) 
passing between them and a lens axis normal (3) to said second face (2) at the location of the 
bore, said bore having a longitudinal bore axis (4) which is slanted to said lens axis (3 is slanted 
relative to 4); the component (16) comprising: 

a fastener engaging portion (24) designed for inter-engaging with a fastener (18) entering 
the bore at said first face [if one were to switch around the labeling of the first and second faces] 
and aligning the fastener (18) with the bore; and 

first (23a) and second (the end of 24) lens-face engaging portions engageable respectively 
with said first (1) and second (2) faces so that, when the component (16) and the lens (12) are 
attached, the lens-face engaging portions (23a, 24) are oriented along the first and second faces 
of the lens (12). 

Response to Arguments 

[6] Applicant's amendments and arguments filed 3/3/2008 regarding rejections under 35 
U.S.C. 102 have been fully considered but they are not persuasive. First, with regard to 
applicant's remarks concerning the 112 rejections, the examiner directs the applicant's attention 
to the beginning of the office action. To reiterate, however, "a fastener" is a singular element 
and cannot be used to describe multiple components. A fastener would be a screw or a nut, but 
the combination would be a fastening assembly. The subject matter from claim 5 is delineated 
toward a different component (the ring) than that of a screw. Properly, the screw and the ring 
[along with the lens, component, etc.] are considered part of a fastening system or assembly. 
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Continuing then, with applicant's remarks concerning the prior art of Yoshida, the 
applicant states that Yoshida does not disclose of a bore having an axis that is slanted to an axis 
that is normal to the second face at the location of the bore. The examiner disagrees and directs 
the applicant again above, where a diagram has been provided showing the examiner's 
interpretation of the prior art of Fig. 14 of Yoshida. It is pertinent to point tout that that 
Applicant is reminded that claims in a pending application should be given their broadest 
reasonable interpretation. In re Pearson, 181 USPQ 641 (CCPA 1974), and that things clearly 
shown in reference patent drawings qualify as prior art features, even though unexplained by the 
specification . In re Mraz, 173 USPQ 25 (CCPA 1972). Further, it is the claims that define the 
claimed invention, and it is claims, not specifications that are anticipated or unpatentable. 
Constant v. Advanced Micro-Devices Inc., 7 USPQ2d 1064. Thus in view of such, and the 
accompanying diagram above, the examiner maintains that Yoshida does indeed disclose of a 
bore having an axis (4) which is slanted to an axis (3) that is normal to a second face (2) at the 
location of the bore (3 is slanted relative to 4). 
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Conclusion 

[7] THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

[8] Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David C. Reese whose telephone number is (571) 272-7082. The 
examiner can normally be reached on 7:30 am-6:00 pm Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Victor Batson can be reached at (571) 272-6987. The fax number for the 
organization where this application or proceeding is assigned is the following: (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

David Reese 

/D. C. R./ 

Examiner, Art Unit 3677 

/Victor Batson/ 
Supervisory Patent Examiner, Art Unit 3677 



